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Appllcant(s) 

ZIMMERMAN. RONALD 


Examiner 

Simon J. Oh 


Art Unit 

1615 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustnient. See 37 CFR 1 .704(b). 

Status 

1)n Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)^ This action is non-final. 

3) G Since this application is in condition for allowance except for fonnal matters, prosecution as to the nnerits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim{s) 1-19 is/are pending in the application. 

4a) Of the above claim(s) . is/are withdraiwn from consideration. 

5) {3 Claim(s) is/are allowed. 

6) ^ Claim(s) 1-19 is/are rlejected. 

Claim(s) . is/are objected to. 

8) n Claim{s) ._ are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may hot request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) Including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See thfe attached detailed Office action for a list of the certified copies not received. 

13) ^ Ackhowledghfient is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78. 



Attachment(s) 

1) 13 Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statemenl(s) (PTO-1449) Paper No(s) 



4) O Inten/lew Summary (PTO-413) Paper No(s). 

5) □ Notice of Infonmal Patent Application (PTO-152) 

6) □ Other: 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 11-03) 
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DETAILED ACTION 



Claim Objections 

The numbering of claims is not in accordance with 37 CFR 1 . 126. When new claims are 
presented, they must be numbered consecutively beginning with the number next following the 
highest numbered claims previously presented (whether entered or not). 

Misnumbered claims 14-18, on pages 29-3 1 in the application, have been renumbered 1 5- 

19. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Zimmerman 

et al 

The Zimmerman et dL patent teaches the use of alkyl or alkenyl sulfate salts, such as 
isodium n-tetradecyl sulfate as a contraceptive agent (See Colunrn 2, Line 60 to Column 3, Line 
8; and Examples). These salts are believed to interfere with the action of hyaluronidase and/or 
acrosin, which are sperm acrosomal enzymes known to be responsible for penetration through 
the outer layers of an ovum (See Column 8, Lines 25-54). In order to impart effectiveness by 
ensuring a proper level of the active agent is present within a patient, continuous administration 
from an intrauterine device is disclosed (See Column 8, Line 55 to Colunm 9, Line 43). 



i. 
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The instantly claimed invention cannot be found patentable above the disclosure of the 
prior art. That the instantly claimed compositions and methods are now claimed to be usable by 
males is a property that is, in the position of the examiner, inherently present in the prior art. The 
same compound accomplishes the same function as a contraceptive, by the same action of 
inhibiting enzymes to prevent penetration by sperm through the outer layers of an ovum. See 
MPEP § 21 12. Regarding claims directed to particular dosage forms, the prior art acknowledges 
the existence of such routes of administration of contraceptive agents, by the use of pills, 
injections, or subdermal implants (See Column 1, Lines 1-62). As such, these claims are not 
considiered to be novel. Thus, the instantly claimed invention is prima facie obvious. 
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Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Simon J. Oh whose telephone number is (703) 305-3265. The 
examiner can normally be reached on M-F 8:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman K Page can be reached on (703) 308-2927. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 305-3014. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-1234. 

Simon J. Oh 
Examiner 
Art Unit 1615 
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